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DETAILED ACTION 

Election/Restrictions 

1 . Applicant's election without traverse of Species A, claims 1-9, 12-15, and 18-29 
in Paper No. 7 is acknowledged. 

Specification 

2. The disclosure is objected to because of the following informalities: 

The blanks on pages 1 and 2 of the specification should be filled in and the 
patent numbers should be inserted for all applications that have become patents since 
filing the application. 

3. The specification is objected to as failing to provide proper antecedent basis for 
the claimed subject matter. See 37 CFR 1.75(d)(1) and MPEP § 608.01 (o). Correction 
of the following is required: the specification should be amended to stipulate that the 
diffuser can comprise a grating tape as claimed in claims 9 and 26. 

Appropriate correction is required. 

Drawings 

4. Figure 1 should be designated by a legend such as --Prior Art- because only 
that which is old is illustrated. See MPEP § 608.02(g). A proposed drawing correction 
or corrected drawings are required in reply to the Office action to avoid abandonment of 
the application. The objection to the drawings will not be held in abeyance. 

Claim Rejections - 35 USC § 112 

5. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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6. Claims 1-9, 12, 15, and 28 are rejected under 35 U.S.C. 1 12, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

The use of the term coupler in claims 1,12, and 15 is confusing and renders the 
claims indefinite. It does not appear that the term "coupler" is actually used in the 
specification and it is unclear what the term is meant to include. Does it include liquid 
coupling agents as well as adhesives? Also in claims 2, 3, 5, and 8 it is unclear if the 
adhesive is part of the diffuser, is the coupler, or both. Clarification is requested. It is 
noted that if the adhesive is considered to be the coupler and part of the diffuser then 
claims 1,12, and 15 should indicate that the coupler is part of the diffuser and not a 
separate component of the system. 

Claim 1 is also indefinite because it is unclear which substrate is being referred 
to in the last line. It appears it is the first substrate and the claim should be amended to 
indicate such to avoid confusion. 

Claim 5 recites the limitation "the adhesive" in line 1. There is insufficient 
antecedent basis for this limitation in the claim. It appears the claim should depend 
from a different claim. 

Claim 15 recites the limitation "said alternating opaque and transparent regions" 
in line 7. There is insufficient antecedent basis for this limitation in the claim. 

Claim 28 is also indefinite because it is unclear which substrate is being referred 
to in the last line. It appears it is the first substrate and the claim should be amended to 
indicate such to avoid confusion. 
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Claim Rejections - 35 USC§102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

8. Claim 16 is rejected under 35 U.S.C. 102(a) and 102(e) as being anticipated by 
Von Gutfeld et al (U.S. Patent 6,179,679). 

The applied reference has a common inventors with the instant application. 
Based upon the earlier effective U.S. filing date of the reference, it constitutes prior art 
under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 102(e) might be overcome 
either by a showing under 37 CFR 1 .132 that any invention disclosed but not claimed in 
the reference was derived from the inventor of this application and is thus not the 
invention "by another," or by an appropriate showing under 37 CFR 1 .131 . 

Von Gutfeld et al '679 disclose a method of sealing first and second substrates 
comprising curing a glue sealing strip provided on a surface of at least one of the 
substrates with ultraviolet (electromagnetic) radiation wherein the surface includes 
transparent and opaque areas and the ultraviolet light is redirects to cure the glue in the 
areas under the opaque areas (Column 3, lines 20-45). Von Gutfeld et al '679 
anticipate claim 16. 
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9. Claims 12-16 are rejected under 35 U.S.C. 102(e) as being anticipated by 
anticipated by Von Gutfeld et al (U.S. Patent 6,284,087) 

The applied reference has a common inventors with the instant application. 
Based upon the earlier effective U.S. filing date of the reference, it constitutes prior art 
under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 102(e) might be overcome 
either by a showing under 37 CFR 1 .132 that any invention disclosed but not claimed in 
the reference was derived from the inventor of this application and is thus not the 
invention "by another," or by an appropriate showing under 37 CFR 1 .131 . 

Von Gutfeld et al '087 disclose a system, a display, and a method of sealing first 
and second substrates comprising a first substrate with alternating transparent and 
opaque regions with respect to incident electromagnetic radiation (ultraviolet), a second 
substrate, a polymer used for affixing the first substrate to the second substrate, a 
radiation diffuser transparent to incident ultraviolet radiation, a coupler for attaching the 
radiation diffuser to the first substrate and a source of ultraviolet radiation, wherein the 
polymer is fully cured by the radiation diffuser redirecting the ultraviolet radiation to cure 
the glue under the opaque regions of the first substrate (See Figure 6; Column 2, lines 
31-36; and Column 4, line 62 to Column 5, line 10). Von Gutfeld et al '087 anticipate 
claims 12-16. 

Claim Rejections - 35 USC § 103 

10. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

11. Claims 1-9, 12-16 and 18-29 are rejected under 35 U.S.C. 103(a) as being 

obvious over the admitted prior art in view of Von Gutfeid et al (U.S. Patent 6,284,087). 

The applied reference has a common inventor and assignee with the instant 
application. Based upon the earlier effective U.S. filing date of the reference, it 
constitutes prior art only under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 103(a) 
might be overcome by: (1) a showing under 37 CFR 1 .132 that any invention disclosed 
but not claimed in the reference was derived from the inventor of this application and is 
thus not an invention "by another"; (2) a showing of a date of invention for the claimed 
subject matter of the application which corresponds to subject matter disclosed but not 
claimed in the reference, prior to the effective U.S. filing date of the reference under 37 
CFR 1.131; or (3) an oath or declaration under 37 CFR 1.130 stating that the application 
and reference are currently owned by the same party and that the inventor named in the 
application is the prior inventor under 35 U.S.C. 104, together with a terminal disclaimer 
in accordance with 37 CFR 1 .321 (c). For applications filed on or after November 29, 
1999, this rejection might also be overcome by showing that the subject matter of the 
reference and the claimed invention were, at the time the invention was made, owned 
by the same person or subject to an obligation of assignment to the same person. See 
MPEP § 706.02(l)(1) and § 706.02(l)(2). 

The admitted prior art teaches a system and a method of sealing a first substrate 
to a second substrate wherein a first substrate have both transparent and alternating 
opaque and transparent regions with respect to incident electromagnetic radiation is 
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affixed to a second substrate with a polymer by curing the polymer with electromagnetic 
radiation such as ultraviolet light (See Figure 1; page 14, line 17 to page 15, line 14). 
The system and method of the admitted prior art result in a shadowing effect because 
the polymer under the opaque regions is not cured because the opaque regions block 
the ultraviolet radiation from reaching the polymer underneath. 

Von Gutfeld et al teaches a similar system and method of sealing a first substrate 
with transparent and opaque regions to a second substrate with a polymer that avoids 
the shadowing effect by coupling a glass sheet with an upper face prepared a diffuse 
reflector (radiation diffuser) with a couplant such as water or grease to attach the glass 
plate to the first substrate. When ultraviolet radiation is directed at the radiation diffuser 
it diffuses (redirects) the ultraviolet light so that is reaches the polymer under the 
opaque regions thereby curing the entire polymer and eliminating the shadowing effect 
(See Figure 6; Column 2, lines 31-36; and Column 4, line 62 to Column 5, line 10). It 
would have been obvious to one of ordinary skill in the art at the time the invention was 
made to include the radiation diffuser and couplant in the system and method of the 
admitted prior art in order to avoid the shadowing effect as suggested in Von Gutfeld et 
al. 

Regarding claims 2-9 and 20-26, Von Gutfeld et al teach using a transparent 
plate with a matte finish or hologram designed to spread the ultraviolet light in an 
angular direction as the radiation diffuser. One skilled in the art would have readily 
appreciated tape with a matte finish and pressure sensitive adhesive, hologram 
imprinted polymer sheets with pressure sensitive adhesive, and grating tapes are all 
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known and that they are functional equivalents and alternate expedients to the 
transparent plate and couplant of Von Gutfeld et al. It would have been obvious to use 
known alternate expedients and functional equivalents in the method of the admitted 
prior art, as modified above, for the radiation diffuser. One skilled in the art also would 
have appreciated removing the radiation diffuser and adhesive after curing the polymer 
and it would have been obvious to do so. 

Double Patenting 

12. A rejection based on double patenting of the "same invention" type finds its 
support in the language of 35 U.S.C. 101 which states that "whoever invents or 
discovers any new and useful process ... may obtain a patent therefor ..." (Emphasis 
added). Thus, the term "same invention," in this context, means an invention drawn to 
identical subject matter. See Miller v. Eagle Mfg. Co., 151 U.S. 186 (1894); In re 
Ockert, 245 F.2d 467, 1 14 USPQ 330 (CCPA 1957); and In re Vogel, 422 F.2d 438, 164 
USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in 
scope. The filing of a terminal disclaimer cannot overcome a double patenting rejection 
based upon 35 U.S.C. 101. 

13. Claim 16 is rejected under 35 U.S.C. 101 as claiming the same invention as that 
of claim 8 of prior U.S. Patent No. 6,284,087 (Von Gutfeld et al). This is a double 
patenting rejection. 

Claim 8 (which includes all the limitations of claim 1) of Von Gutfeld et al is a 
method for sealing first and second substrates together wherein a curable sealant (glue 
sealing strip) is provided between the first and second substrate, the first substrate 
having transparent and opaque regions, the sealant is cured with ultraviolet radiation 
(electromagnetic radiation) and the radiation is reflected (redirected) to cure the sealant 
under the opaque areas. 
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14. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Long!, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970);and, In re Thorington, 
418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1.130(b). 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 


15. Claims 12-16 are rejected under the judicially created doctrine of obviousness- 
type double patenting as being unpatentable over claims 1 , 5, 6, and 8 of U.S. Patent 
No. 6,284,087 (Von Gutfeld et al). Although the conflicting claims are not identical, they 
are not patentably distinct from each other because claims 1 , 5, 6, and 8 of Von Gutfeld 
et al are directed to a method of sealing first and second substrates that requires the 
system claimed in claims 12-15 of the present application. It would have been obvious 
to one of ordinary skill in the art at the time the invention was made to perform the 
method of Von Gutfeld that a system would be needed that includes a first substrate 
having alternating transparent and opaque regions, a radiation diffuser, a coupler for 
attaching the radiation diffuser to the first substrate, a second substrate, a polymer for 
affixing the first substrate to the second substrate, and a source of electromagnetic 
(ultraviolet) radiation. 


i 
1 
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16. Claims 1-6, 18-23, and 27-29 are rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1, 5, 6, and 8 of 
U.S. Patent No. 6,284,087 (Von Gutfeld et al) in view of the admitted prior art. 

Von Gutfeld et al teaches a method of sealing a first substrate with transparent 
and opaque regions to a second substrate with a polymer that avoids the shadowing 
effect by coupling a radiation diffuser with a fluid couplant to attach the radiation diffuser 
to the first substrate. When ultraviolet radiation is directed at the radiation diffuser it 
diffuses (redirects) the ultraviolet light so that is reaches the polymer under the opaque 
regions thereby curing the entire polymer and eliminating the shadowing effect. Von 
Gutfeld et al is silent towards the first substrate having both transparent and alternating 
opaque and transparent regions, however such is known as evidenced by the admitted 
prior art (See Figure 1 ). It would have been obvious to one of ordinary skill in the art at 
the time the invention was made to use a first substrate with both transparent and 
alternating opaque and transparent regions in the method of Gutfeld et al. It also would 
have been obvious to one of ordinary skill in the art at the time the invention was made 
to perform the method of Von Gutfeld that a system would be needed that includes a 
first substrate having alternating transparent and opaque regions, a radiation diffuser, a 
coupler for attaching the radiation diffuser to the first substrate, a second substrate, a 
polymer for affixing the first substrate to the second substrate, and a source of 
electromagnetic (ultraviolet) radiation. 
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Regarding claims 2-6 and 19-23, Von Gutfeld et al teach using a plate with a 
matte finish as the radiation diffuser. One skilled in the art would have readily 
appreciated tapes with a matte finish and pressure sensitive adhesive are known and 
that they are functional equivalents and alternate expedients to the plate and couplant 
of Von Gutfeld et al. It would have been obvious to use known alternate expedients and 
functional equivalents in the method and system of Gutfeld et al as modified above, for 
the radiation diffuser. One skilled in the art also would have appreciated removing the 
radiation diffuser and adhesive after curing the polymer and it would have been obvious 
to do so. 

Conclusion 

17. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to John T. Haran whose telephone number is (703) 305- 
0052. The examiner can normally be reached on M-Th (8 - 5) and alternate Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael W. Ball can be reached on (703) 308-2058. The fax phone 
numbers for the organization where this application or proceeding is assigned are (703) 
872-9310 for regular communications and (703) 872-931 1 for After Final 
communications. 


Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 308- 



